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Disposition of Claims 

Upon cnlry of the foregoing amendments, claims 1-3 and 6-7 will remain pending in the 
application and stand ready for further action on the merits. Claims 4-5 and 8-14 have been 
canceled without prejudice or disclaimer of the subject matter contained therein. The limitations 
oTcUiims 4 and 8 have been incorporated inlo claim L Particularly, claim 1 has been amended to 
clarify lhaL the method of making the dental device involve the steps of shaping a first wax-like 
polymorizablc material to form a first portion ofapolymcrizablc dental device, shaping a second 
wnx-likc polymcri/ablc material to form a second portion thereof, and polymerizing the first and 
second materials to form a high strength polymeric dental device. The amendments are 
supported throughout the specification, particularly at pages 1-2, examples 1-5, and by the 
originally filed claims. Applicants hereby affirm their election to prosecute the invention of 
Group I (claims 1-14 diawn to a molding process). Claims 15-21 have been withdrawn from 
consideration as being drawn to a non-elected invention. It is understood that Applicants reserve 
the right to file divisional applications to the non-elected claims. 

Chi hn Rejections (Inder 3S U.S.C SI 12 

The Office Action first rejects claims 1-14 under 35 U.S.C. §112, second paragraph 
assorting that iho term "wax-like" material is unclear and indefinite, Applicants respectfully 
traverse this rejection and submit that the term, "wax-like" material is clearly defined in the 
specification at page 2, paragraph 2. Thus, a person of ordinary skill in the art, looking to the 
specification, would clearly know the meaning of the terni, "wax-like" material as used in 
amended claims 1-14, Accordingly, it is respectfully requested that the rejection of claims 1-14 
(as amended) under 35 U.S.C. §112, second paragraph be withdrawn. 

Chum Rejections Rased On Ohviousness-Tvne D ouble Patenting 

The Oriico Action states that claims 1-14 are provisionally rejected on the ground of 1 non- 
statutory obviousness-type double patenting as being unpatentable over claims 11-15 and 37-39 
of copending U.S. Patent Application Serial No. 10/415,169 ("the '169 Application"). 
Applicants respectfully submit that the '169 Application relates to toner compositions nscd in 
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electrophotographic systems such as copier machines and is not relevant to Hie subject matter 
claimed in the present application- The 1 169 Application has published under Publication No.: 
US 200-1/01 85J62 and a copy of this publication is attached for convenience of the Examiner. It 
appears ihnt the Examiner intended to cite a different U.S. Patent Application as basis for making 
the provisional obviousnoss-type double patenting rejection and there is a typographical error in 
the office action. If the Examiner wishes to make a double-patenting rejection based upon a 
different patent application in a future office action, Applicants will address such rejection 
accordingly. 

Next, the Office Action stales that claims 1-14 arc rejected on the ground of non-statutory 
obviousnoss-lypc double patenting as being unpatentable over claims 1-32 of U.S. Patent 
6,799,969 ("the '969 Patent"). In response to this rejection, the undersigned, as attorney of 
record in this application, has executed a 'Terminal Disclaimer To Obviate A Double Patenting 
Kcjcdjun" ('Terminal Disclaimer'*)* A copy of the executed Terminal Disclaimer is attached 
hereto. In addition, an Associate Power designating the undersigned as attorney of record in this 
application is attached hereto. 

C(aim Rejections Under $5 U-S-C. 8103 

The Office Action rejects claims 1-14 under 35 U.S.C. § 1 03(a) as being unpatentable 
over Volkel et al., U.S. Patent 6,057,383 ("Volkel ") in view of Dcgucbi, U.S. Patent 6,136,886 
C'Dcguchi")- It is respectfully submitted that the presently claimed invention, as recited in 
amended claims 1 -1 4, is not prima facie obvious over the disclosures in Vtf lkcl and Dcguchi for 
the reasons dismissed below. 

Applicants agree with the Examiner that V6lkel discloses a polymerizable wax-like 
dental material. Several starting ingredients are mixed together to make the dental material The 
ingredients include 0 to 70 wt.% of at least one polymerizable monomer and/or oligomer; 0, 1 to 
5 wt.% of at least one polymerization initiator, 0 to 60 wt.% of one or more fillers, and at least 20 
wl.% of a wax-like polymerjy.ablc substance. Volkel discloses that the dental materials can be 
pholopolymcri/ed and used to produce temporary and permanent prostheses as well as temporary 
crowns, bridges, and inlays. Hut, as the Examiner recognizes, VGlkel does not leach shaping a 
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first and second wax-like polymerizable material to Term apolymcrizable dental device as 
presently claimed by Applicants. Turning to the disclosure in Deguchi, the Examiner points out 
thai this reference discloses a method for making a denial prosthetic material such as, for 
example, an artificial tooth. The method involves molding a first colored resin to produce the 
enamel portion of the artificial tooth and molding a second colored resin to produce the dentin 
portion. The di fibroid tooth portions are completely polymerized at the time of the final molding 
step (Col. 2, lines t-23). 

The Hxamiiier takes the position that it would have been obvious to modify the disclosure 
in Volkel to include a step of shaping a first and second wax-like polymerizable material in view 
of the disclosure in Deguchi. The Examiner asserts that apcrson of ordinary skill in the art 
would have been motivated to combine tho teachings in Volkel and Deguchi,, because multi- 
layered materials would be known to have increased strength and improved aesthetics. 

It is respectfully submitted, however, that even irthc disclosures in Volkel and Deguchi 
were combined together, the presently claimed invention would not be obvious. Applicants have 
found the polymeric dental material produced by the method of this invention has unexpectedly 
improved strength over the materials described in VGlkcl. Particularly, the fiexural strength of 
the polymeric dental materials of this invention is more than 500% greater than the fiexural 
slrcn&th of the materials described in Volkel. As discussed above, claim 1 has been amended to 
recite that the polymeric dental material has high strength, which is a material having a fiexural 
modulus of at least 250,000 psi aud fiexural strength of at least 5,000 psi as defined at page 2, 
paragraph 3 of the specification. Test results showing the improved strength properties of the 
materials of this invention over materials described in V6lkcl arc set forth in a "Rule 132" 
Declaration made by an Dr. Benjamin J. Sun, a co-invcutor of the invention claimed in the 
subject application. A copy of the Rule 132 Declaration is attached hereto. The Examiner will 
note this Declaration was filed previously in connection with U.S. Patent Application No. 
09/682,440, which has issued now as U.S. Patent 6,592,369. Thus, the Declaration also includes 
comparative test data, not only on tho materials described in Volkel, but also on the materials 
described in Talcosian ct al, U.S. Patent 4,71 1,913 and Antonucci et aL, U,S. Patent 5,037,473. 
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In view of the foregoing, Applicants respectfully submit that the presently claimed 
Invention, as recited in claims 1-14 (as amended), is not obvious over the disclosures in Vtflkct ct 
ah, U.S. Patent 0,057,383 and Dcguchi, U.S. Patent 0,136,886 taken alone or in combination. 
Accordingly, the rejection under 35 U.S.C. §103(a) should be withdrawn. 



In summary, Applicants submit that claims 1-14 as amended arc patentable and each of 
the Uxamincr's rejections and objections has been overcome. Accordingly, Applicants request 
favorable consideration and allowance oramended claims 1-14. 

The Commissioner is hereby authorized to charge any additional fee required in 
connection with the filing or this paper or credit any overpayment to Deposit Account No. 04- 
0780. Should there be any outstanding matter that needs to be resolved in the present 
application, the Examiner is invited to contact the undersigned at the telephone number provided 
below, 



Conclusion 



Respectfully submitted, 



DfiNTSPLY International Inc. 




Daniel W, Sullivan 
Reg, No.: 34,937 



Tel.: (717)849-4472 
Fax: (717) 84<M360 



AllneUjnents: Associate Power or Attorney 
Terminal Disclaimer 



Copy of U.S. Patent Application Publication US 2004/0185362 
Declaration Under 37 CFR §1.132 
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